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DETAILED ACTION 

Claim Rejections - 35 USC§112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-4 and 6-7 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "quickly" in claim 1 is a relative term which renders the claim indefinite. The 
term "quickly" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. Claim 5 provides a defmitition for "quickly heating" and 
thus, is not indefinite. However, absent a clear definition of the term in the claim or 
specification, the term "quickly heated" in claim 1 is indefinite. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-7 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Shimizu et al. (US 2003/0091868). 

Shimizu et al. disclose a magnetic recording medium having a nonmagnetic substrate, an 
orientation-regulating film formed from an hep or fee material such as Ru or Pd (corresponding 
to the claimed underlayer), a CoCrPt magnetic recording layer, a protective overcoat and a 
lubricant layer thereon (see Fig. 1; paragraphs 49. 99, 101, 105, 187, 189 and Table 7). 

With respect to the limitation "quickly heated, and quenched" in claim 1 and the 
particular heating parameters set forth in claim 5, it is noted that these are process limitations in 
article claims. It is the Examiner's contention that the structure taught by Shimizu et al. is 
substantially the same as the claimed structure. As such, the aforementioned process limitations 
do not patentably distinguish the present claims over the prior art in the absence of evidence that 
the claimed process results in a materially different product. 

It has been held that even though product-by-process claims are limited and defined by 
the process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
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though the prior product was made by a different process. In re Thorpe, 111 F.2d 695, 698, 227 
USPQ 964, 966 (Fed. Cir. 1985). 

With respect to the limitation "a liquid lubricant layer deposited on the protective layer, 
to improve an uniaxial anisotropy Ku and a coercive force He of the magnetic recording layer" 
set forth in claim 1, the Examiner takes the position that Shimizu et al. inherently meet this 
limitation by virtue of the fact that the reference teaches the use of a liquid lubricant layer. The 
claim has been interpreted to mean that a function of the lubricant layer is "to improve" various 
properties of the recording layer. Thus, the very presence of a lubricant layer in the structure 
taught by Shimizu et al. necessarily"improves" the claimed properties. 

With respect to the limitations set forth in claims 3 and 4 directed to the relationship 
between the a-axis lattice constant of the hep or fee underlayer and the recording layer, it is the 
Examiner's contention that these parameters are inherent in the structure taught by Shimizu et al. 
Applicant shows a table on page 6 of the specification wherein the a-axis lattice constants of Ru 
and Pd underlayers are compared to that of a CoCrPt layer. This table establishes that these 
specific materials meet the limitations set forth in claims 3 and 4. Thus, one of ordinary skill in 
the art would expect that the Ru, Pd, and CoCrPt layers taught by Shimizu et al. would also meet 
the limitations of claims 3 and 4. 

It has been held that where claimed and prior art products are identical or substantially 
identical, or are produced by identical or substantially identical processes, the burden of proof is 
shifted to applicant to show that prior art products do not necessarily or inherently possess 
characteristics of claimed products where the rejection is based on inherency under 35 USC 
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§ 102 or on prima facie obviousness under 35 USC § 103, jointly or alternatively. In re Best, 
Bolton, and Shaw, 195 USPQ 430. (CCPA 1977). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Yamamoto et al. (US 2004/0043258) is cited as art of interest. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Holly Rickman whose telephone number is (571) 272-1514. The 
examiner can normally be reached on Monday-Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on (571) 272-1535. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





Holly Rickman 
Primary Examiner 



